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Art Unit: 3739 

DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 170-171, 175-178, 180-181 and 188-194 are provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over 
claims 199-205 of copending Application No. 1 1/980025 to Teriluc. Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because the claims of the instant invention are merely broader in cope than those of 
copending Application No. 1 1/980025 to Teriluc. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 170-175, 177-185, 188-194 and 197-198 rejected under 35 U.S.C. 102(b) 
as being anticipated by U.S. Patent No. 4,983,165 to Loiterman. 

In regard to claim 170, Loiterman discloses an endoscope assembly 
comprising: an endoscope head extending along a longitudinal axis and having a first 
plurality of selectably radially extendible elements 4 associated therewith at at least one 
first axial location therealong and a second plurality of selectably radially extendible 
elements 5 associated therewith at at least one second axial location therealong (see 
Fig. 1); and an endoscope head controller 14 being operative for controlling selectable 
extension of said first and second pluralities of selectably radially extendible elements 
for selectable positioning of said endoscope head (see Col. 4, Lines 8-34). 

In regard to claim 171, Loiterman discloses an endoscope assembly, wherein 
said endoscope head controller is operative for controlling selectable extension of said 
first and second pluralities of selectably radially extendible elements for selectable 
parallel off-center orientation of said endoscope head (see Figs. 4-6 and Col. 4, Lines 8- 
34). It is noted that the words "operative for" in the claim may be properly interpreted as 
"capable of," and "capable of does not require that reference actually teach the 
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intended use of tine element, but merely that the reference does not make it so it is 
incapable of performing the intended use. 

In regard to claims 172-173, Loiterman discloses an endoscope assembly, 
wherein said endoscope head controller is operative for controlling selectable extension 
of said first and second pluralities of selectably radially extendible elements for 
selectable tilted orientation of said endoscope head (see Figs. 4-6 and Col. 4, Lines 8- 
34). 

In regard to claim 174, Loiterman discloses an endoscope assembly, wherein at 
least one of said first and second pluralities of selectably radially extendible elements 
comprises a plurality of radially extendible elements distributed generally azimuthally 
about said endoscope head (see Figs. 2-3 and Col. 3, Lines 48-57). 

In regard to claim 175, Loiterman discloses an endoscope assembly, wherein 
said endoscope head comprises a locomotive endoscope head (see Fig. 1) 

In regard to claim 177, Loiterman discloses an endoscope assembly, wherein at 
least one of said first and second pluralities of selectably radially extendible elements 
comprises a plurality of selectably inflatable balloons (see Figs. 2-3 and Col. 3, Lines 
48-57). 

In regard to claim 178, Loiterman discloses an endoscope assembly, also 
comprising an endoscope body 1 associated with said endoscope head and an 
instrument channel 9 at least partially extending through said endoscope head and said 
endoscope body (see Col. 3, Lines 41-47). 
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In regard to claim 179, Loiterman discloses an endoscope assembly, wherein 
said endoscope head has a fixed length (see Fig. 1). 

In regard to claim 180, Loiterman discloses an endoscope assembly, and 
wherein said endoscope body Interfaces with said endoscope head controller and also 
comprising an endoscopy system 10, 13, 14 to which said endoscope head controller is 
connectable (see Fig. 1 and Col. 4, Lines 5-20). 

In regard to claim 181, Loiterman discloses an endoscope assembly, wherein 
said endoscope body includes at least one lumen 7 operative for extension of said 
radially extendible elements (see Col. 4, Lines 8-10). 

In regard to claim 182, Loiterman discloses an endoscope assembly, wherein 
said first plurality of selectably radially extendible elements comprises at least two 
Independently selectably radially extendible elements (see Figs. 4-6 and Col. 4, Lines 8- 
34). 

In regard to claims 183-184, Loiterman discloses an endoscope assembly, 
wherein said second plurality of selectably radially extendible elements comprises at 
least two independently selectably radially extendible elements (see Figs. 4-6 and Col. 
4, Lines 8-34). 

In regard to claim 185, Loiterman discloses an endoscope assembly, wherein 
said at least two Independently selectably radially extendible elements of said second 
plurality of selectably radially extendible elements are azimuthally offset with respect to 
said at least two Independently selectably radially extendible elements of said first 
plurality of selectably radially extendible elements (see Col. 4, Lines 48-50). 
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In regard to claims 188-190, Loiterman discloses an endoscope assembly, 
wherein at least one of said first and second pluralities of selectably radially extendible 
elements comprises a plurality of selectably inflatable balloons (see Figs. 4-6 and Col. 

3, Lines 49-56). 

In regard to claims 191-194, Loiterman discloses an endoscope assembly, 
wherein said at least two independently selectably radially extendible elements 
comprise at least two independently selectably inflatable balloons (see Figs. 4-6 and 
Col. 3, Lines 49-56). 

In regard to claim 197, Loiterman discloses an endoscope positioning method 
comprising: providing an endoscope head extending along a longitudinal axis and 
having a first plurality of selectably radially extendible elements 4 associated therewith 
at at least a first axial location therealong and a second plurality of selectably radially 
extendible elements 5 associated therewith at at least a second axial location 
therealong; and selectably positioning said endoscope head by selectable extension of 
said first and second pluralities of selectably radially extendible elements (see Figs. 4-6 
and Col. 4, Lines 8-34). 

In regard to claim 198, Loiterman discloses an endoscope positioning method, 
wherein at least one of said first and second pluralities of selectably radially extendible 
elements comprises a plurality of radially extendible elements distributed azimuthally 
about said endoscope head and said positioning said endoscope head includes 
selectable extension of individual ones of said plurality of radially extendible elements 
(see Figs. 2-3 and Col. 3, Lines 48-57). 
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Claims 170, 174-184, 186-187, 191-193 and 195-198 are rejected under 35 
U.S.C. 102(b) as being anticipated by U.S. Patent No. 4,040,413 to Ohshiro. 

In regard to claims 170, Ohshiro discloses an endoscope assembly comprising: 
an endoscope head extending along a longitudinal axis and having a first plurality of 
selectably radially extendible elements 52a-b associated therewith at at least one first 
axial location therealong and a second plurality of selectably radially extendible 
elements 54a-b associated therewith at at least one second axial location therealong 
(see Fig. 5-6); and an endoscope head controller being operative for controlling 
selectable extension of said first and second pluralities of selectably radially extendible 
elements for selectable positioning of said endoscope head (see Col. 4, Lines 18-65). 

In regard to claim 174, Ohshiro discloses an endoscope assembly, wherein at 
least one of said first and second pluralities of selectably radially extendible elements 
comprises a plurality of radially extendible elements distributed generally azimuthally 
about said endoscope head (see Figs. 5-6). 

In regard to claims 175-176, 186-187 and 195-196, Ohshiro discloses an 
endoscope assembly wherein when the endoscope is inserted in a body cavity, the 
balloons 52a and 52b of the inner sleeve 51 and the balloons 54a and 54b of the outer 
sleeve 53 are alternately inflated and deflated and the inner sleeve 51 and the outer 
sleeve 53 are alternately advanced into the body cavity 56. The inner sleeve 51 with 
deflated balloons 52a and 52b is first inserted into the body cavity 56 up to a position to 
which the inner sleeve 51 can be inserted comparatively easily. Then, the balloons 52a 
and 52b provided on the inner sleeve 51 are inflated simultaneously to enlarge the 
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space in tine body cavity 56 tlierearound as shown in FIG. 5. Tlius, the insertion of the 
outer sleeve 53 into the body cavity 56 is facilitated. After the outer sleeve 53 with 
deflated balloons 54a and 54b has been inserted into the body cavity 56, the balloons 
54a and 54b are inflated simultaneously to enlarge the space therearound and the 
balloons 52a and 52b on the inner sleeve 51 are deflated as shown in FIG. 6. Then, the 
inner sleeve 51 Is further advanced into a deeper part of the body cavity 56. By 
repeating the above steps, the endoscope can easily be inserted deeply in the body 
cavity without pain (see Col. 4, Lines 18-65). 

In regard to claim 177, Ohshiro discloses an endoscope assembly, wherein at 
least one of said first and second pluralities of selectably radially extendible elements 
comprises a plurality of selectably inflatable balloons (see Figs. 5-6 and Col. 4, Lines 
13-25). 

In regard to claim 178, Ohshiro discloses an endoscope assembly, also 
comprising an endoscope body associated with said endoscope head and an 
instrument channel 51a, 55a-b at least partially extending through said endoscope head 
and said endoscope body (see Figs. 5-6). 

In regard to claim 179, Ohshiro discloses an endoscope assembly, wherein said 
endoscope head has a fixed length (see Figs. 5-6). 

In regard to claim 180, Ohshiro discloses an endoscope assembly, and wherein 
said endoscope body interfaces with said endoscope head controller and also 
comprising an endoscopy system to which said endoscope head controller is 
connectable (see Col. 4, Lines 18-65). 



Application/Control Number: 1 0/588,1 31 Page 9 

Art Unit: 3739 

In regard to claim 181, Ohshiro discloses an endoscope assembly, wherein said 
endoscope body includes at least one lumen 55a-b operative for extension of said 
radially extendible elements (see Figs. 5-6). 

In regard to claim 182, Ohshiro discloses an endoscope assembly, wherein said 
first plurality of selectably radially extendible elements comprises at least two 
independently selectably radially extendible elements (see Col. 4, Lines 33-34). 

In regard to claims 183-184, Ohshiro discloses an endoscope assembly, 
wherein said second plurality of selectably radially extendible elements comprises at 
least two independently selectably radially extendible elements (see Col. 4, Lines 33- 
34). 

In regard to claims 191-193, Ohshiro discloses an endoscope assembly, 
wherein said at least two independently selectably radially extendible elements 
comprise at least two independently selectably inflatable balloons (see Col. 4, Lines 33- 
34). 

In regard to claim 197, Ohshiro discloses an endoscope positioning method 
comprising: providing an endoscope head extending along a longitudinal axis and 
having a first plurality of selectably radially extendible elements 52a-b associated 
therewith at at least a first axial location therealong and a second plurality of selectably 
radially extendible elements 54a-b associated therewith at at least a second axial 
location therealong; and selectably positioning said endoscope head by selectable 
extension of said first and second pluralities of selectably radially extendible elements 
(see Figs. 5-6 and Col. 4, Lines 18-65). 
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In regard to claim 198, Ohshiro discloses an endoscope positioning method, 
wherein at least one of said first and second pluralities of selectably radially extendible 
elements comprises a plurality of radially extendible elements distributed azimuthally 
about said endoscope head and said positioning said endoscope head includes 
selectable extension of individual ones of said plurality of radially extendible elements 
(see Col. 4, Lines 33-34). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW J. KASZTEJNA whose telephone number is 
(571)272-6086. The examiner can normally be reached on Mon-Fri, 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Matthew J Kasztejna/ 

Primary Examiner, Art Unit 3739 

10/8/09 



